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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Exist, Inc.
Entity Corporation Citizenship Florida
Address 1650 N.W. 23rd Avenue, Bay A
Fort Lauderdale, FL 33311
UNITED STATES
Attorney Robert Kain
information Fleit, Kain, Gibbons, Gutman, Bongini &amp; Bianco, P.L.

750 Southeast Third Avenue Suite 100

Ft. Lauderdale, FL 33316

UNITED STATES

ekotler@focusonip.com Phone:954-768-9002

Applicant Information

Application No 78663852 Publication date 05/09/2006
Opposition Filing 05/15/2006 Opposition 06/08/2006
Date Period Ends

Applicant COEXIST LLP

11150 Laurel Lane
Fishers, IN 46204
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2003/03/03 First Use In Commerce: 2003/08/03
All goods and sevices in the class are opposed, namely: Wearing apparel -- namely -- t-shirts, pants,
shorts, sweatshirts, sweaters, long sleeve shirts, hats, coats, socks, tank tops, headbands,

wristbands

Attachments plead-not-opposition.pdf ( 4 pages )(13479 bytes)
Plead-not-oppose-ExhA.pdf ( 2 pages )(10045 bytes )
Plead-not-oppose-ExhB.pdf ( 3 pages )(109766 bytes )
Plead-not-oppose-ExhC.pdf ( 22 pages )(1480177 bytes )
Plead-not-oppose-ExhD.pdf ( 43 pages )(6132416 bytes )
Plead-not-oppose-ExhE.pdf ( 3 pages )(122827 bytes )
Plead-not-oppose-ExhF.pdf ( 3 pages )(126325 bytes )

Signature [rck/

Name Robert Kain

Date 05/15/2006
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TRADEMARKS

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of application Serial No. 78-663,852
Published in the Official Gazette at TM 574
on May 9, 2006; Mark: COEXIST

Exist, Inc.
Opposer/Plaintiff,
Opposition No.
V.
Coexist, LLP.
Applicant/Defendant.

NOTICE OF OPPOSITION

Exist, Inc. (herein “Exist, Inc.”), a Florida corporation, having a business address at 1650
N.W. 23" Avenue, Bay A, Fort Lauderdale, FL. 33311, believes that it will be damaged by
registration of the mark shown in Serial No. 78-663,852, that is, COEXIST, and hereby opposes the
same.

As grounds of opposition, it is alleged that:

1. Applicant, Coexist, LLP, seeks to register the mark COEXIST as a trademark for:
wearing apparel -- namely -- t-shirts, pants, shorts, sweatshirts, sweaters, long sleeve shirts, hats,
coats, socks, tank tops, headbands, wristbands in IC 025 as evidenced by the publication of said
mark in the Official Gazette on TM 574 of the May 9, 2006 issue.

2. Exist, Inc. filed a use-based trademark application, Serial No. 78-694,097 on August

17, 2005 for the mark EXIST used in connection with shorts, t-shirts, tank tops, short sets, jogging



pants, capri pants, dresses, pants, sweatshirts, sweaters, crewneck sweaters, fleece sweatshirts, polo
shirts, Hawaiian shirts, in IC 025. A copy of the EXIST mark as it appears on the hang tags
attached to the goods is attached as Exhibit A.

3. Exist, Inc. first used the mark EXIST at least as early as December 31, 1995 and first
used the mark EXIST in interstate commerce at least as early as December 31, 1995. Exist, Inc.
continues to use the mark in the U.S. and throughout the world.

4. The trademark examining attorney has refused to register EXIST because, in his
opinion, the mark EXIST is confusingly similar to COEXIST. See Exhibit B, attached.

5. Exist, Inc. has used the mark EXIST for many years. Exhibit C are redacted copies
of a small sampling sales invoices for goods sold by Exist, Inc. under the EXIST mark showing sales
as of February 4, 2003. Prior to that time, Exist, Inc. sold a wide variety of EXIST clothing.

6. Exist, Inc. regularly attends trade shows and prominently displays its house mark
EXIST to promote the sales of its goods. Exist, Inc. has published many catalogs to support the
sales of its EXIST clothing line. Exhibit D shows excerpts of (i) a 64 page, 2002-2003 EXIST
catalog; (i) a pre-2003 EXIST catalog; (iii) a 2003 EXIST Embroidery catalog; (iv) a 112 page,
2003-2004 EXIST product catalog; (v) a 20 page, 2004 EXIST catalog; and (vi) a 116 page, 2005
EXIST product catalog.

7. Exist, Inc. was incorporated in 1999 and has used the tradename EXIST to sell
clothing continuously since that time.

8. Exist, Inc. is the owner of a Florida State Trademark Registration, Reg. No.
T03000000035, registered January 8, 2003, documenting rights to the mark EXIST back to January

1, 1995. Exhibit E.



9. Exist, Inc. is the owner of a Florida State Trademark Registration, Reg. No.
T03000000684, registered June 2, 2003, documenting rights to the mark EXIST SPORTS LINE
U.S.A. back to January 1, 1995. Exhibit F.

10. Since 1995, Exist, Inc. has used the trademark EXIST and the tradename EXIST and
the public and retailers of clothing recognize and associate the mark EXIST with Exist, Inc.

11. Coexist, LLP. first used COEXIST in connection with the goods listed on its
trademark application on March 3, 2003.

12. Due to its earlier use in 1995 throughout the U.S., Exist, Inc. has superior rights to
the mark EXIST as that mark is used in connection with clothing. Exist, Inc.’s rights to the mark
EXIST are superior to Coexist, LLP’s rights to the mark COEXIST.

13. The trademark examining attorney has indicated that, in his opinion, the mark EXIST
is confusingly similar to the mark COEXIST. See Exhibit B.

14. The trademark COEXIST, sought to be registered by Coexist, LLP, is substantially
identical to Exist, Inc.”s mark EXIST. Both parties use similar marks on similar goods. Upon
information and belief, these goods are distributed through the same channels of trade and are
purchased by the same type of customers.

15. Upon information and belief, retailers and consumers would be likely to confuse the
source, origin, and sponsorship of goods sold under these marks.

16. If Coexist, LLP. is permitted to use and register its mark COEXIST for the goods
listed in the application, confusion in the trade will result, members of the public will be confused
and Exist, Inc. will suffer damage and injury to its mark EXIST.

17. If Coexist, LLP. is permitted to register its mark COEXIST, it would thereby obtain
at least a prima facia exclusive right to use the mark. Such registration would be a source of damage

and injury to Exist, Inc. which has superior rights to the mark EXIST.
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WHEREFORE, Opposer/Plaintiff, Exist, Inc. requests that application Serial No. 78-663,852

be rejected and that the mark sought to be registered for the goods therein be denied and refused.

Exist, Inc.
Opposer/Plaintiff

Date: __May 15, 2006 By: /Robert C. Kain Jr./

Robert C. Kain, Jr.

Fleit, Kain, Gibbons, Gutman & Bongini, P.L.
750 Southeast Third Avenue

Suite 100

Ft. Lauderdale, Florida 33316-1153

(954) 768-9002

Attorney for Opposer/Plaintiff

CC: courtesy copy
counsel for Applicant/Defendant Alastair J. Warr
Krieg Devault LLP., 1 Indiana Sq Ste 2800, Indianapolis, IN 46204-2017.

WTIGER\Data Share\RCK\CLIENTS\Exist\Oppose-Coexist\plead-not-opposition.wpd
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Ellen Kotler

From: ECom108 [OLDerecom108@USPTO.GOV]

Sent: Friday, March 10, 2006 3:25 PM

To: Ellen Kotler

Subject: TRADEMARK APPLICATION NO. 78694097 - EXIST - 6937-02

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/694097
APPLICANT: Exist, Inc. % %
78694097
CORRESPONDENT ADDRESS: RETURN ADDRESS:
ROBERT C. KAIN, JR. Commissioner for Trademarks
FLEIT, KAIN, GIBBONS, GUTMAN, BONGINI & P.O. Box 1451
750 SE 3RD AVE STE 100 Alexandrla, VA 22313-1451

FT LAUDERDALE, FL 33316-1153

MARK:  EXIST

CORRESPONDENT’S REFERENCE/DOCKET NO: 6937-02 Please provide in all correspondence:
1. Filing date, serial number, mark and
CORRESPONDENT EMAIL ADDRESS: applicant's name.
ekotler@focusonip. com 2. Date of this Office Action.
3. Examining Attorney's name and

Law Office number.
4. Your telephone number and e-mail
address.

OFFICE ACTION

RESPONSE TIME _LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER
RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-MAILING DATE.

MAILING/E-MAILING DATE INFORMATION: If the mailing or e-mailing date of this Office action does not
appear above, this information can be obtained by visiting the USPTO website at http://tarr.uspto.gov/, inserting the
application serial number, and viewing the prosecution history for the mailing date of the most recently issued
Office communication.

Serial Number 78/694097

The assigned trademark examining attorney has reviewed the referenced application and has determined the
following:

Although the examining attorney has searched the Office records and has found no similar registered mark which

3/13/2006
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would bar registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d), the examining attorney encloses
information regarding pending Application Serial Nog 78/663852. 37 C.F.R. §2.83.

There may be a likelihood of confusion between the apphcant s mark and the mark in the above noted application
under Section 2(d) of the Act. The filing date of the referenced application precedes the applicant’s filing date. If
the earlier-filed application matures into a registration, the examining attorney may refuse registration under
Section 2(d).

Significance

Applicant must specify whether the wording “EXIST” has any significance in the relevant trade or industry or as
applied to the goods described in the application. 37 C.F.R. §2.61(b).

Responsive Guidelines

No set form is required for response to this Office action. The applicant must respond to each point raised. The
applicant should simply set forth the required changes or statements and request that the Office enter them. The
applicant must sign the response. In addition to the identifying information required at the beginning of this letter,
the applicant should provide a telephone number to speed up further processing.

/Amos T. Matthews/
Examining Attorney
Law Office 108
(571) 272-9346

HOW TO RESPOND TO THIS OFFICE ACTION:

e ONLINE RESPONSE: You may respond using the Office’s Trademark Electronic Application System
(TEAS) Response to Office action form available on our website at http://www.uspto.gov/teas/index.html. If
the Office action issued via e-mail, you must wait 72 hours after receipt of the Office action to respond via
TEAS. NOTE: Do not respond by e-mail. THE USPTO WILL NOT ACCEPT AN E-MAILED
RESPONSE.

o REGULAR MAIL RESPONSE: To respond by regular mail, your response should be sent to the mailing
return address above, and include the serial number, law office number, and examining attorney’s name.
NOTE: The filing date of the response will be the date of receipt in the Office, not the postmarked date.
To ensure your response is timely, use a certificate of mailing. 37 C.F.R. §2.197.

STATUS OF APPLICATION: To check the status of ryour application, visit the Office’s Trademark Applications
and Registrations Retrieval (TARR) system at http://tarr,uspto.gov.

VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending applications can
be viewed and downloaded online at http://portal.uspto.gov/external/portal/tow.

GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit the
Office’s website at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE

3/13/2006
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STYLE # 145 FRENCH TERRY FULL ZIPPER HOODED SHORT SET
with 2 Front Pockets, Elastic Waist Pull on Short

Lavender Lt. Blue Peach Lt. Yeliow White Grey

Prepacked 6-S/M 6-L/XL Per Color
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Clothing Manufacturing,
Embroidery Service

2750 N. W. 30th Way
Lavderdale Lakes, FL 33311
Tel: (954) 739-7030

Fax: (954) 739-1053
www.existline.com



















Style # 002 WP
Women'’s Short sets

i

50% Coﬂon 50% Polyeﬁie_r .
Available-in 6 colors, Tank Top or T-Sh|rfs
S,M,L, XL, XXL




EMBROIDERY DESI!IGNS

¢

"
i

A

-

4

It's a Wimum} Decision!
O




bilwil)

GALVESTON. TX

261 276 297 299 302 303

487 494 521

AL Zete Eod

551 562 569
l
RGN - =
L] Qregon-Conmt
. 574 579 586 598 607

Any embroidery design can he altered and changed

Colors in this catalog are reproduce with the latest printing technology. However, actual colors may very slightly. Exist Inc. reserves the right to dlsconunue &
designs, styles or increase minimums as needed. This catalog and the designs contained herein are copyright 2003 and are subject to change without notw%




I 4 DULT

PANAMA -CITY BRACH

1128
.

1154 -

1290

A ONOLONG
At dasni Beach
1303

FISSP

1316

{-

1344

FApdR

SOUTH BEACH, AL

1420

1176

1243

MYRTLE BEACH

SOUTH T CAROLINA

1440

1464

PUORT DG

1508

meacnramor,

1472

1336

1485

Any embroidery design can be altered and changed

A MDUSINL U A D

1387

1457

¢ O™o,

St Augnotine

1493

Colors in this catalog are reproduce with the latest printing technology. However, actual colors may very
slightly. Exist Inc. reserves the right to discontinue designs, styles or increase minimums as needed.

This catalog and the designs contained herein are copyright 2003 and are subject to change without notice

1219

DAY TONA BEACKH, ¥iL

A
A
1460

e AN TS
b FYOONTL g

1500




FLORNL KEYS
K015

g VA

Iewandlm

K034
. o ¢
" HANPTON-SRACH, NN
K077 K078 K079 - K084 K093 K114

K347 K348 K349 K362

MIAMY BEACH

K375 K382 K387 K389

i R
E Miami Beach =~ Mizmi Beach
E. Flhoridmam Florida

K473 K479 K498 K501 Ksos o age, KB19
Any embroidery design can be altered and changed

Colors in this catalog are reproduce with the latest printing technology. However, actual colors may very slightly. Exist Inc. reserves the right to discontinue
idesigns. styles or increase minimums as needed. This catalog and the designs contained herein are copyright 2003 and are subiect to chanoe without notice




WHSCONSIN

K085 K485 K021

Any embroidery design can be altered and changed _ _
Colors in this catalog are reproduce with the latest printing technology. However, actual colors may very slightly. Exist Inc. reserves the right to QIscontmu_e
designs, styles or increase minimums as needed. This catalog and the designs contained herein are copyright 2003 and are subject to change without notice




P137 P139 P140 P145 P147 P176

e 1 R Y P A

P421 P422 P492 P503 P511 P534

Las Vegas

P535 P574 P601 P603 P621 - P623

P> 7 L. s
P773
Any embroidery design can be altered and changed

Colors in this catalog are reproduce with the latest printing technology. However, actual colors may very slightly. Exist Inc. reserves the right to discontinue
designs, styles or increase minimums as needed. This catalog and the designs contained herein are copyright 2003 and are subject to change without notice




) ¥

Our quality digitizing service is fast, imaginative and precise! We have a
library of over 125,000 designs. We specialize in “PRIVATE LABEL” and
“CORPORATE LOGOS” we also offer “PRIVATE LABEL” full package:
"+ Fabric, Design, and Customized specifications with your custom label,
logo and embroidery. You may provide your artwork via e-mail or on
- computer disk in JPEG or BITMAP format, for greater savings on

digitizing charges. Quotes are always available and FREE!

CONTACT PERSON
FOR CUSTOM AND PRIVATE LOGOS

LUIS NAVA
Tel: (954) 739-8893
Tel: (954) 739-7030
Fax: (954) 739-1053
E-mail: existline@aol.com

EMBROIDERY DESIGNS

Clothing Manufactures & Embroidery Services
1650 N.W. 23rd Avenue ¢ Ft. Lauderdale, FL. 33311
Tel: (954) 739-7030 - Fax: (954) 739-1053
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Bepartment of Htate

I certify from the records of this office that EXIST, INC., A FLA. CORP., 2750 NW"
30TH WAY, LAUDERDALE LAKES, FL has registered EXIST to be used as a

mark under class(es) 0025. Said mark was first used anywhere January 1, 1995

and was first used in Florida January 1, 1995.

I further certify that said mark was registered in this office on January 8, 2003
and its date of expiration is January 8, 2013.

The number of this mark is. TO3000000035.

Given under my hand and the
Great Seal of the State of Florida
at Tallahassee, the Capitol, this the

Eighth day of January, 2003
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FLORIDA DEPARTMENT OF STATE
Ken Detzner
Secretary of State

January 8, 2003

JAMES D. HALEY, ESQUIRE
2122 HOLLYWOOD BLVD.
HOLLYWOOQOD, FL 33020

The mark registration for EXIST was filed on January 8, 2003, and assigned document
number TO3000000035. Please refer to this number whenever corresponding with this
office. Please note if the address of the owner changes, it is the responsibility of the
owner to notify this office in writing of such change.

It should be noted that registration of a mark by the Florida Department of State is a
ministerial act intended solely to provide public notice of the registrant's ownership
rights. The right of ownership of any mark is based on the use of a mark in the ordinary
course of trade and is not based on a grant by the Florida Department of State. Further,
it is the responsibility of the owners of an existing mark, not the Florida Department of

State, to defend it in cases of infringement.

Please be aware if the owner's address changes, it is‘the_ responsibility of the owher to
notify this office. To facilitate processing, please refer to the trademark’s registration

number on your change of address notice.

Enclosed please find your certificate.

Should you have any questions regarding. this matter, please telephone (850) 245-
6051, the Trademark Section.

Nanette Causseaux

Corporate Specialist Supervisor
Division of Corporations Letter number: 403A00001082

0T 5H20

Division of Corporations - P.O. BOX 6327 -Tallahassee, Florida 32314
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FLORIDA DEPARTMENT OF STATE
Glenda E. Hood
Secretary of State

June 3, 2003

JAMES D. HALEY, ESQUIRE
2122 HOLLYWOQOOD BLVD.
HOLLYWOOD, FL 33020

The mark registration for EXIST SPORTS LINE U.S.A. was filed on June 2, 2003, and
assigned document number T03000000684. Please refer to this number whenever
corresponding with this office. Please note if the address of the owner changes, it is the
responsibility of the owner to notify this office in writing of such change.

It should be noted that registration of a mark by the Florida Department of State is a
ministerial act intended solely to provide public notice of the registrant's ownership
rights. The right of ownership of any mark is based on the use of a mark in the ordinary
course of trade and is not based on a grant by the Florida Department of State. Further,
it is the responsibility of the owners of an existing mark, not the Florida Department of

State, to defend it in cases of infringement.

Please be aware if the owner's address changes, it is the responsibility of the owner to
notify this office. To facilitate processing, please refer to the trademark’s registration
number on your change of address notice.

Enclosed please find your certificate.

Should you have any questions regarding this matter, please telephone (850) 245-
6051, the Trademark Section.

Nanette Causseaux

Corporate Specialist Supervisor ,
Division of Corporations ‘ Letter number: 103A00034787

§ JeRe TeS

Division of Corporations - P.O. BOX 6327 -Tallahassee, Florida 32314




